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REMARKS 

This communication responds to the Office Action mailed on April 19, 2006. No 
claims are amended, no claims are canceled, and no claims are added. As a result, claims 
1-28 are now pending in this Application. 

§ 702 Rejection of the Claims 
Claims 1-5, 7, and 16-24 were rejected under 35 USC § 102(b) as being 
anticipated by Dolman (U.S. 6,396,345; hereinafter "Dolman"). The Applicant does not 
admit that Dolman is prior art and reserves the right to swear behind this reference at a 
later date. In addition, because the Applicant asserts that the Office has not shown that 
Dolman discloses the identical invention as claimed, the Applicant traverses this rejection 
of the claims. 

It is respectfully noted that anticipation under 35 USC § 102 requires the 
disclosure in a single prior art reference of each element of the claim under consideration. 
See Verdegaal Bros. V. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ 2d 
1051, 1053 (Fed. Cir. 1987). It is not enough, however, that the prior art reference 
discloses all the claimed elements in isolation. Rather, "[anticipation requires the 
presence in a single prior reference disclosure of each and every element of the claimed 
invention, arranged as in the claim." Lindemann Maschinenfabrik GmbH v. American 
Hoist & Derrick Co., 730 F.2d 1452, 221 USPQ 481, 485 (Fed. Cir. 1984) (citing 
Connell v. Sears, Roebuck & Co., 722 F.2d 1542, 220 USPQ 193 (Fed. Cir. 1983)) 
(emphasis added). "The identical invention must be shown in as complete detail as is 
contained in the ... claim." Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 9 
USPQ2d 1913, 1920 (Fed. Cir. 1989); MPEP § 2131 (emphasis added). 

In the Office Action, it is asserted that "Dolman discloses ... an amplifier (122) to 
produce an output signal (128) and receive an input signal (119) including an adjustable 
phase (1 18) to be adjusted in response to an indication of an amplitude (126) of the 
output (128) signal to reduce a phase distortion." However, a careful reading of Dolman 
reveals that this assertion is incorrect. 
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Dolman actually discloses an adaptive pre-distorter that adjusts gain and phase in 
response to residual gain and phase errors, respectively. See Dolman, FIG. 1 and Col. 8, 
lines 33-40. This operation can be better understood by following the description 
provided by Dolman, as follows. 

A linear power amplifier 100 is constructed so that an RF input signal 1 10 is 
applied to a high power amplifier 122 via a directional coupler 1 12, a first delay line 114, 
an amplitude modulator 116, and a phase modulator 118. See Id. at Col. 6, lines 4-9. The 
RF input signal 1 10 is connected to an adaptive pre-distorter subsystem 170 via an 
envelope detector 134; residual gain and phase error 182, 184 signals also drive the pre- 
distorter subsystem 170. See Id. at FIG. 1 and Col. 6, lines 6-49. "The adaptive pre- 
distorter subsystem 170 generates two outputs: a gain correction signal 192 which is 
connected to the control port of first amplitude modulator 116; and a phase correction 
signal 194 which is connected to the control port of phase modulator 118." Id. at Col. 6, 
lines 16-20. Thus, these correction signals 192, 194 are a function of the input 110, and 
the residual gain and phase error 182, 184 signals. See Id. at FIG. 1. 

As noted by Dolman: 

"[t]he output of the gain error detector mentioned above is integrated and 
amplified to provide a control signal that modulates a gain control element 
between the pre-distorter and the power amplifier itself. Similarly, the 
output of the phase error detector mentioned above is integrated and 
amplified to provide a control signal that modulates a phase control 
element between the pre-distorter and the power amplifier. Id. at Col. 8, 
lines 33 to 40. 

Thus, Dolman teaches that the phase of the input signal 1 19 to the amplifier 122 is 
adjusted by the phase correction signal 194 in response to the phase error between the 
input signal 110 and the output signal 128, and not in response to the indication of an 
amplitude of the output signal 128, as claimed by the Applicant in independent claims 1, 
8, 1 1, 22 and 26. Therefore, since Dolman does not teach the identical invention claimed 
by the Applicant, the independent claims (and all claims that depend from them) should 
be in condition for allowance. Reconsideration and withdrawal of the rejection under 35 
U.S.C § 102(b) is respectfully requested. 
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§ 703 Rejection of the Claims 

Claims 8-10 and 25 were rejected under 35 USC § 103(a) as being unpatentable 
over Dolman in view of Prasad et al. (U.S. 6,515,540; hereinafter "Prasad"). Claims 11- 
14 were rejected under 35 USC § 103(a) as being unpatentable over Dolman in view of 
Miyatani (U.S. 6,388,518; hereinafter "Miyatani"). First, the Applicant does not admit 
that Prasad or Miyatani are prior art, and reserves the right to swear behind these 
references in the future. Second, since a prima facia case of obviousness has not been 
established in each case, the Applicant respectfully traverses this rejection. 

The Examiner has the burden under 35 U.S.C. § 103 to establish a prima facie 

case of obviousness. In re Fine, 837 F.2d 1071, 1074, 5 U.S.P.Q.2d (BNA) 1596, 1598 

(Fed. Cir. 1988). In combining prior art references to construct a prima facie case, the 

Examiner must show some objective teaching in the prior art or some knowledge 

generally available to one of ordinary skill in the art that would lead an individual to 

combine the relevant teaching of the references. Id. The M.P.E.P. contains explicit 

direction to the Examiner that agrees with the In re Fine court: 

In order for the Examiner to establish a prima facie case of obviousness, 
three base criteria must be met. First, there must be some suggestion or 
motivation, either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must be a 
reasonable expectation of success. Finally, the prior art reference (or 
references when combined) must teach or suggest all the claim limitations. 
The teaching or suggestion to make the claimed combination and the 
reasonable expectation of success must both be found in the prior art, and 
not based on Appellant's disclosure. M.P.E.P. § 2142 (citing In re Vaeck, 
947 F.2d 488, 20 U.S.P.Q.2d (BNA) 1438 (Fed. Cir. 1991)). 

No combination of Dolman and Prasad or Miyatani renders all of the claim 
limitations. As noted above, Dolman does not teach "a second amplifier responsive to a 
second input signal, wherein the second input signal includes an adjustable phase to be 
adjusted in response to an indication of an amplitude of an output signal to reduce a phase 
distortion" (independent claim 8), or "an amplifier to produce an output signal and to 
receive an input signal including an adjustable phase to be adjusted in response to an 
indication of an amplitude of the output signal to reduce a phase distortion of the 
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amplifier" (independent claim 1 1) or "detecting an indication of an amplitude of an 
output signal of an amplifier; and adjusting a phase of an input signal of the amplifier 
responsive to the indication to reduce a change in a phase of the output signal" 
(independent claim 22) as claimed by the Applicant. Neither do Prasad or Miyatani. 
Therefore, since there is no evidence in the record that combining Dolman and Prasad or 
Miyatani will result in what is claimed by the Applicant, it is respectfully requested that 
the rejection of claims 8-14 and 25 under 35 U.S.C. § 103(a) be reconsidered and 
withdrawn, since any claim depending from a nonobvious independent claim is also 
nonobvious. See M.P.E.P. § 2143.03. 



§ 101 Rejection of the Claims 

Claims 22-25 were rejected under 35 USC § 101 because it is alleged by the 
Office that the claimed invention is directed to non-statutory subject matter. The 
Applicant respectfully traverses. 

It is respectfully noted that the court in Alappat had the following to say with 
respect to computers programmed to carry out executable instructions: 



'Alappat admits that claim 15 would read on a general purpose computer 
programmed to carry out the claimed invention, but argues that this alone 
also does not justify holding claim 15 unpatentable as directed to 
nonstatutory subject matter. We agree. We have held that such 
programming creates a new machine, because a general purpose computer 
in effect becomes a special purpose computer once it is programmed to 
perform particular functions pursuant to instructions from program 
software. . . . The Supreme Court has never held that a programmed 
computer may never be entitled to patent protection. . . . Consequently, a 
computer operating pursuant to software may represent patentable subject 
matter, provided, of course, that the claimed subject matter meets all of the 
other requirements of Title 35." In re Alappat, 31 USPQ 2d 1545, 1558 
(Fed. Cir. 1994) (en banc) 

Claims 22-25 recite the structure of "an article comprising a machine-accessible medium 
having associated information, wherein the information, when accessed, results in a 
machine performing. . .". The activities performed comprise the same elements as those 



listed in the method of claim 16 - which was not rejected under 35 USC § 101 . Claim 22 
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includes structure that has been added to the elements recited in claim 16: an article 
comprising a machine-accessible medium. Therefore the Applicant respectfully traverses 
the rejection of claims 22-25 under § 101 because these claims are directed to an article 
of manufacture, and as such, constitute patentable subject matter under § 101. 

As stated by the Office guidelines for examination, "[i]n many instances it is clear 
within which of the enumerated categories a claimed invention falls. Even if the 
characterization of the claimed invention is not clear, this is usually not an issue that will 
preclude making an accurate and correct assessment with respect to the section 101 
analysis. The scope of 35 U.S.C. § 101 is the same regardless of the form or category of 
invention in which a particular claim is drafted. AT&T, 172 F.3d at 1357, 50 USPQ2d at 
1451 . See also State Street, 149 F.3d at 1375, 47 USPQ2d at 1602 wherein the Federal 
Circuit explained 

The question of whether a claim encompasses statutory subject matter 
should not focus on which of the four categories of subject matter a claim 
is directed to — process, machine, manufacture, or composition of matter - 
- [provided the subject matter falls into at least one category of statutory 
subject matter] but rather on the essential characteristics of the subject 
matter, in particular, its practical utility." 

Interim Guidelines for Examination of Patent Applications for Patent Subject 
Matter Eligibility, pg. 15, October 2005. 

In addition, it is respectfully noted that "[w]hile abstract ideas, natural 
phenomena, and laws of nature are not eligible for patenting, methods and products 
employing abstract ideas, natural phenomena, and laws of nature to perform a real-world 
function may well be. In evaluating whether a claim meets the requirements of section 
101, the claim must be considered as a whole to determine whether it is for a particular 
application of an abstract idea, natural phenomenon, or law of nature, rather than for the 
abstract idea, natural phenomenon, or law of nature itself." Id. at pgs. 17-18. The 
Appellant's claimed article of manufacture, comprising a machine-accessible medium 
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having associated information, which when accessed, results in a machine performing a 
series of activities (e.g., detecting an indication of an amplitude of an output . . ., and 
adjusting a phase of an input signal ..." is clearly a practical application that achieves a 
useful, concrete, and tangible final result, as defined in the guidlines. See Id. at pgs. 20- 
22. The Applicant therefore respectfully requests that the rejection of claims 22-25 under 
35 USC § 101 be reconsidered and withdrawn. 

If Examiner is not now persuaded that claims 22-25 are directed to statutory 
subject matter, the Applicant respectfully requests guidance from the Examiner as to how 
the rejection may be overcome, since M.P.E.P. § 2106 (The Examination Guidelines for 
Computer-Related Inventions) states: "Whenever practicable, Office personnel should 
indicate how rejections may be overcome and how problems may be resolved." Such 
guidance is gratefully appreciated. 



Allowable Subject Matter 
Claims 26-28 have been deemed allowable. Claims 6 and 15 were objected to as 
being dependent upon a rejected base claim, but were indicated to be allowable if 
rewritten in independent form including all of the limitations of the base claim and any 
intervening claims. Since claims 6 and 15 should be in condition for allowance 
according to the arguments set forth above, the Applicant respectfully declines to amend 
these claims at this time. 
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CONCLUSION 

The Applicant respectfully submits that the claims are in condition for allowance 
and notification to that effect is earnestly requested. The Examiner is invited to 
telephone the Applicant's attorney ((210) 308-5677) to facilitate prosecution of this 
Application. If necessary, please charge any additional fees or credit overpayment to 
Deposit Account No. 19-0743. 

Respectfully submitted, 

STEWART S. TAYLOR ET AL. 

By their Representatives, 

SCHWEGMAN, LUNDBERG, WOESSNER & 
KLUTH, P.A. 
P.O. Box 2938 

Minneapolis, Minnesota 55402 
(210) 308-5677 



By, 

Mark V. Muller 
Reg. No. 37,509 



